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DETAILED ACTION 



1. 



This Office Action is responsive to the RCE filed on 5/1/2009. 



2. 



Claims 1-20 are pending for examination. 



Claim Rejections - 35 USC § 112 



The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1, 3, 4, 6, 7, 9, 10, 12, 13, 15, 16, 18, 19, 20 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written description requirement. The claim(s) 
contains subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. 

The claims recite "the access request does not include data for generating a signal for 
waking up or sleeping the information processor." Examiner fails find such feature, explicitly or 
implicitly, disclose in the applicant's specification. 

On the contrary, according to the discloser of the specification in paragraph 0053-0054, 
the invention teach 

[0053] At step SB2, the communication protocol controller 514 of the gateway 
card 510 analyzes the protocol relating to the access request from the client 
300.sub.2 . At step SB3, the communication protocol controller 514 returns a 
dummy response to the client 300. sub. 2. At step SB4, the communication 
protocol controller 514 decides whether the access request is a request for 
making access to the server . In this example, the communication protocol 
controller 514 sets "No" as a result of the decision made at step SB4. 

[0054] At step SB8 shown in FIG. 5, the communication protocol controller 514 
issues to the power controller 523 of the personal computer 520 a return 
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request to return the power mode from the power-saving operation mode to the 
normal operation mode. 

In conclusion, it is obvious to a routineer in the art that the protocol must including data such as 
IP address or other specific identifiable data to precipitate the generating of a signal for waking 
up the information by the gateway computer. Furthermore, let assume that the external apparatus 
located on another network is also a gateway computer performs the same function as of the 
internal gateway computer. When an access control unit that leads the apparatus to make access 
to another gateway computer on another network, the external gateway computer would also 
analyze the access request and generating a signal for waking up the information when the access 
protocol comprising data specific to the external gateway computer. 

Therefore, it is examiner contention that the specification does not teach the access 
request doe not include data for generating a signal for waking up the information processor 
since, if that the case, the internal gateway computer and external apparatus would not able to 
wake up and process the request. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 
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1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

4. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Admitted 
Prior Art ("AP") in view of Gibson et al. U.S. Patent No. 5,835,719 ("Gibson") or Lee. 

5. As per claim 1, AP teaches a gateway card that is connected to an information processor 
and that receives and transmits data between different networks [0006, 0007], the gateway card 
comprising: 

an access accepting unit that accept an access request from an apparatus connected to one 
of the network; and 

an access control unit that leads the apparatus to make access to an external apparatus 
connected to another one of the networks [inherent for a gateway device - all the devices in 
home that have Internet connection function are connected to the gateway device (0007)], 

wherein the access control unit carries out a control to adjust a difference between 
communication protocols of the one of the networks and the another one of the networks [0006 - 
What the gateway device does is that it adjusts differences in communication protocols between 
the network at home and external networks including the Internet], 

wherein the access request is an access request does not include data for generating a 
signal for waking up or sleeping the information processor by the external apparatus [inherent to 
the home gateway device - for example, when a user try to access email or internet via a gateway 
computer, it is well know to a routineer in that art that this type of access does not include data 
for waking up a server]. 
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AP does not teach an access control unit that leads the apparatus to make access to an 
external apparatus in a state that the operation of the information processor is maintained in a 
power saving operation mode, when the access request is accepted in a state that the operation of 
the information processor is in a power saving operation mode and also when the access request 
corresponds to the access to the external apparatus. 

The disadvantage of the AP gateway device is that the gateway device has to 
continuously connect to the Internet, the device needs to be turned on all the time to handle 
accesses from infrastructures outside of home, so that the apparatus is always on, therefore 
increase power consumption. 

Gibson teaches another system comprises a personal computer forming part of a node 
[router see abs ] of a network and further transmitting information sent via a LAN to the correct 
node or device. Here, the personal computer is use to listen for a special information packet; and 
if the special information packet receive by the personal computer is not intended to be sent to 
the particular computer that is listening for the information, the particular computer will not be 
activated. 

The advantage of Gibson invention is that computer is only activated when there is 
information to be processed by that particular computer which would save power. 

Another advantage of Gibson invention is the ability to transmit information to various 
users along the network without the use of the central processing unit |"col. 2 lines 1-221 . 

Specifically, Gibson teaches a network card located within the subsystem of the personal 
computer system [12 - col. 3 lines 5-12], the network card comprising: 
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an access accepting unit [104] that accepts an access request from an apparatus connected 
to the networks [computer network 11]; and 

an access control unit [12] that leads the apparatus to make access [information packet 
50] to an external apparatus in a state that the operation of the information processor is 
maintained in a power saving operation mode, when the access request is accepted in a state that 
the operation of the information processor is in a power saving operation mode and also when 
the access request corresponds to the access to the external apparatus [The information packet 
contains the 6-byte destination address indicating where the information packet 50 is to be sent 
(col. 3 lines 32-34). If the destination address does not match with address of the intended 
personal computer, the personal computer will not wake-up (claim I). The information packet is 
then inherently routed to the correct node]. 

Lee teaches another invention relates generally to the filed of information 
communications and more particularly to energy conserving information communication 
apparatuses kept alive through the least amount of energy technologically possible for 
establishing instant operable between an energy conserving operating system operable between 
an energy conserving and a main operating state, to in Internet service provider or Internet 
communication system for providing requested communication , and to the method therefore, so 
as to allow the energy conserving information communication apparatuses to stay connected via 
the Internet, yet without requiring to stay online . 

Specifically, Lee teaches a energy conserving communication apparatus [400 - an 
expansion card to be plugged into a mother board (col. 13 lines 20-23)] comprising: 
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an access accepting unit [420] that accepts an access request from an apparatus connected 
to the networks [401]; and 

an access control unit [450] that leads the apparatus to make access to an external 
apparatus in a state that the operation of the information processor is maintained in a power 
saving operation mode, when the access request is accepted in a state that the operation of the 
information processor is in a power saving operation mode and also when the access request 
corresponds to the access to the external apparatus [The communication circuit 450 (i) 
determining if incoming information received from a remote communication system (such as a 
computer or phone) requests any data forwarding or routing service, (ii) if yes, the 
communication circuit 450 initiate another communication link to another remote 
communication system in accordance with a forwarding or routing instruction stored in the 
Memory, and (Hi) transmitting requested information or at least a message to another remote 
communication system (col. 13 line 64 to col. 14 line 9) without activating the main system]. 

wherein the access request is an access request does not include data for generating a 
signal for waking up or sleeping the information processor by the external apparatus [col. 16 
lines 36-67]. 

Referring now to FIG. 6, a fourth primary preferred embodiment of the 
present invention is an ISP (Internet service provider) 600 for providing 
requested communication links initiated from a remote computer (or 
communication device) 63 1 to an offline remote computer (or communication 
device) 632 or 633 via the Internet. The Internet is based on a TCP 
(transmission control protocol) and IP (Internet protocol) family of protocols 
that govern how online computers communicate with each other. A conventional 
ISP only allows a PC to initiate communication with the Internet for retrieving 
information therefrom or for transmitting e-mails there through. This is a 
passive communication because the conventional ISP cannot reach any 
conventional PC that is neither powered on nor kept online continuously . 
Furthermore, a conventional PC is designed to be shut down and offline if not 
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to be used for a prolonged period of time. Once shut down or offline, neither 
the conventional PCs nor notebook computers is operable or accessible from 
remote . For these reasons, none of the conventional ISPs has suggested to 
provide an "impractical" service of sending a ring signal for establishing 
communication to a conventional offline PC. 

(31) With the advent of an energy-conserving computer (or communication 
apparatus) disclosed hereinabove, for the first time, the present invention 
provides a motive to demand an Internet service provider (ISP) be able to dial 
out or to send a ring signal for establishing a requested communication link . 
Thus, the third primary preferred embodiment of the present invention is to 
provide a new type of ISP capable of initiating requested communication links 
to any energy-conserving communication apparatuses or computers of the present 
invention can be reached (for receiving incoming information or for retrieving 
data stored therein) at any time through the Internet without stays online. In 
contrast, any conventional PC has to keep online, i.e., occupying a phone all 
the time and incurring substantial energy waste, in order to be reachable 1 . 

At the time of the invention was made, it would have been obvious to one of ordinary 
skill in the art to have modified the system of AP with the access control unit that leads the 
apparatus to make access to an external apparatus in the state that the operation of information 
processor is maintained in a power saving operation mode as taught by Gibson or Lee. 

The motivation for doing so would have been to save power. 



6. As per claim 2, Gibson teaches, when the access request is accepted in a state that the 
operation of the information processor is in a power saving operation mode and also when the 
access request corresponds to the access to the information processor, the access control unit 
leads the apparatus to make access to the information processor in a state that the operation mode 
is returned from the power saving operation mode to the normal operation mode [col. 4 lines 41- 



1 Clearly, Lee teaches the access request is an access request does not include data for generating a signal for waking 
up or sleeping the information processor by the external apparatus only that the routing computer send a ring signal 
to establishing a requested communication link. 
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59], and shifts the operation mode from the normal operation mode to the power saving 
operation mode after the access ends [col. 5 lines 22-34]. 

Lee also teaches, when the access request is accepted in a state that the operation of the 
information processor is in a power saving operation mode and also when the access request 
corresponds to the access to the information processor, the access control unit leads the apparatus 
to make access to the information processor in a state that the operation mode is returned from 
the power saving operation mode to the normal operation mode [Fig. 5 step S502 - S514], and 
shifts the operation mode from the normal operation mode to the power saving operation mode 
after the access ends [Fig. 5 step S519-S522]. 

7. As per claim 3, see discussion in claim 2. 

8. As per claim 4, 5 and 6, Lee teaches an apparatus that is connected to an information 
processor and that receives and transmits data between different networks. Therefore, Lee 
teaches the method to operate the apparatus. 

9. As per claim 7, 8 and 9, Lee teaches the method applied to the apparatus connected to an 
information processor and that receives and transmits data between different networks. 
Therefore, Lee teaches the steps to perform the method. 

10. As per claim 10, it is noted that the limitation do not substantially differ from claim 1, 
with the exception of the limitation reciting "the information processor further includes a power 
control unit. . ." As demonstrated previously, Lee anticipated the limitation in claim 1 . The 
limitation regarding the information processor further includes a power control unit that shifts 
the operation mode from a normal operation mode to power saving operation mode, when a 
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predetermined shift factor occurred is also anticipated by Lee as show in module 214 of Fig. 3 
(Switchable power-supply circuit) and from col. 5 line 66 to col. 6 line 5. 
11. As per claim 1 1 , Lee teaches, when the access request is accepted in a state that the 
operation of the information processor is in a power saving operation mode and also when the 
access request corresponds to the access to the information processor, the access control unit 
issues a return notice to return the operation of the information processor from the power saving 
operation mode to the normal operation mode [S414 fig. 5; col. 3 line to col. 4 line 14], then 
leads the apparatus to make access to the information processor [S516 fig. 5], and issues a shift 
notice to shift the operation mode from the normal operation mode to the power saving operation 
mode after the access ends [S522 fig. 5], and the power control unit returns the operation mode 
from the power saving operation mode to the normal operation mode based on the return notice, 
and shifts the operation mode from the normal operation mode to the power saving operation 
mode based on the shift notice [Fig. 5]. 



12. 


As per claim 


12, see discussion in claim 


11. 


13. 


As per claim 


13, see discussion in claim 


10. 


14. 


As per claim 


14, see discussion in claim 


11. 


15. 


As per claim 


15, see discussion in claim 


12. 


16. 


As per claim 


16, see discussion in claim 


10. 


17. 


As per claim 


17, see discussion in claim 


11. 


18. 


As per claim 


18, see discussion in claim 


12. 
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19. Claims 19-20 are rejected under 35 U.S.C. 103(a) as being unpatentable over AP in view 
of Dea. 

20. As per claim 19, AP teaches a gateway card that interconnects an information processor, 
and at least one server via a first network, and at least one client via a second network, the first 
network and the second network having different communication protocols [0006-0007], the 
gateway card comprising: 

an access accepting unit that accepts a request from the client to access the server or the 
information processor [inherent]; and 

carrying out a control to adjust a difference between communication protocols of the 
different networks [0006]. 

wherein the access request is an access request does not include data for generating a 
signal for waking up or sleeping the information processor by the external apparatus [inherent to 
the home gateway device - for example, when a user try to access email or internet via a gateway 
computer, it is well know to a routineer in that art that this type of access does not include data 
for waking up a server as teaches by Lee (col. 16 lines 36-67) see discussion in claim 1]. 

AP does not teach the gateway card having a normal power mode and power saving 

mode. 

The disadvantage of the AP gateway device is that the gateway device has to 
continuously connect to the Internet, the device needs to be turned on all the time to handle 
accesses from infrastructures outside of home, so that the apparatus is always on, therefore 
increase power consumption. 
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Dea teaches another invention relates to efficient power management of computer and, 
more particularly, relates to systems and methods fore reducing power consumption of 
computers in computer networks. Specifically, Dea teaches a NIC card that interconnects an 
information processor [12 or 28 fig. 1; col. 5 lines 63-65], and at least one server via a first 
network [26 or 18 fig. 1], and at least one client via a second network [31 fig. 1], the information 
processor having a normal power mode and a power save mode [110 fig. 2, col. 6 line 1-7], the 
NIC card comprising: 

an access accepting unit that accepts a request from the client to access the server or the 
information processor [col. 6 lines 7-9 2 ]; 

a power mode checking unit that determines whether the information processor is in the 
normal power mode or in the power save mode [col. 8 lines 17-19]; and 

an access control unit that executes the request from the client wherein if the request from 
the client is a request to access the server, the access control unit executes the request even if the 
power mode checking unit determines that the information processor is in the power save mode 
[The NIC card of system 12 or 28 would exam the request to determine whether the request is 
intended to interact with this particular station (col. 8 lines 8-16); and, if not, the information 



2 Since Gateway 28 is preferably an individual computer serves to link LAN 32 to LAN 10 where LAN 10 may be 
coupled via communication link 24 through a subsystem control unit/communication controller 26 and 
communications link 34 to gateway server 28 OR computer system 12 serves to link server 18 [Mainframe computer 
col. 5 line 45] to client computer 3 1 through communication link 22. Therefore, the access accepting unit in the 
gateway card that interconnects an information processor [28 or 12 fig. 1] servers to accepts a request from the client 
[31 fig. 1] to access server [26, 18 fig. 1] or the information processor [28 or 12 of fig. 1]. 
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processor remains in the sleep or power-down state while inherently the access control unit 
executes to rout the request to it's intended target 3 ], 

At the time of the invention was made, it would have been obvious to one of 
ordinary skill in the art to have modified the system of AP with the access control unit that leads 
the apparatus to make access to an external apparatus in the state that the operation of 
information processor is maintained in a power saving operation mode as taught by Dea. 
The motivation for doing so would have been to save power. 

21. As per claim 20, it is noted that the limitation do not substantially differ from claim 19, 
with the exception of the access control unit now reciting "wherein if the request from the client 
is a request to access the information processor. . ." As demonstrated previously, AP modified by 
Dea anticipated the limitation in claim 19. The limitation regarding the access control unit, Dea 
teaches 

a power mode checking unit that determines whether the information processor is in the 
normal power mode or in the power save mode [col. 8 lines 17-19]; and 

an access control unit that executes the request form the client wherein if the request from 
the client is a request to access the information processor [162 fig. 4] and, if the power mode 
checking unit determined that the information processor is in the power save mode, the access 
control unit instructs the information processor to change the power mode to the normal power 
mode[170 fig. 4], executes the request, and instructs the information processor to change the 
power mode to the power save mode [inherent]. 



3 The Server 26, 1 8 would not able to receive the request if the gateway card of system 28 or 12 was not able to rout 
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At the time of the invention was made, it would have been obvious to one of ordinary 
skill in the art to have modified the system of AP with the access control unit that instructs the 
information processor to change the power mode to the normal power mode when the control 
unit receive a request to access the information processor of Dea. 

The motivation for doing so would have been to save power. 

22. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Funk in view 
of Khouli. 

23. As per claim 1-18, Funk teaches a gateway card that is connected to an information 
processor [50] and that receives and transmits data between different networks [0021-0022], the 
gateway card comprising: 

an access accepting unit that accepts an access request from an apparatus connected to 
one of the network [0022 & 0026- each device 21, 23, 25, 27 are coupled to the home computer 
gateway 50 directly in order to receive command via the Internet or to a local telephone network 
interface], 

where the access control unit carries out a control to adjust a difference between 
communication protocols of said one of the networks and another one of the networks [inherent 
for a gateway device]; 

wherein the access request is an access request does not include data for generating a 
signal for waking up or sleeping the information processor by the external apparatus [access 
request for controlling a home device - paragraph 0006-0009, 0022]. 



the request signal. 
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Funk does not teach a access control unit that leads the apparatus to make access to an 
external apparatus in a state that the operation of the information processor is maintained in a 
power saving operation mode or leads the apparatus to make access to the information processor 
in a state that the operation mode is returned from the power saving operation mode to normal 
operation mode. 

The disadvantage of Funk home computer gateway is that the gateway device has to 
continuously connect to the Internet, the device needs to be turned on all the time to handle 
accesses from infrastructures outside of home, so that the apparatus is always on, therefore 
increase power consumption [0022 - remain connected to the Internet continuously]. 

Khouli teaches another invention relates to power conservation within a digital computer, 
and more particularly, to power management system for a desktop computer. Specifically, 
Khouli teaches the computer comprising a access accepting unit and an access control unit that 

leads the apparatus to make access to an external apparatus in a state that the operation of 
the information processor is maintained in a power saving operation mode, when the access 
request is accepted in a state that the operation of the information processor is in a power saving 
operation mode and also when the access request corresponds to the access to the external 
apparatus; 

leads the apparatus to make access to the information process in a state that the operation 
is returned form the power saving operation mode to the normal operation mode when the access 
request corresponds to the access to the information processor [col. 8 lines 1-28] and shifts the 
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operation mode from the normal operation mode from the normal operation mode to the power 
saving operation mode after the access ends [inherent]. 

wherein the access request is an access request does not include data for generating a 
signal for waking up or sleeping the information processor by the external apparatus [video 
signal for recording - col. 8 line 19] 

At the time of the invention was made, it would have been obvious to one of ordinary 
skill in the art to have modified the system of Funk with an access control unit operable to shifts 
the operation mode from the power saving operation mode normal operation only when the 
access request correspond to the access to the information processor of Khouli. 

The motivation for doing so would have been to save power. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VINCENT T. TRAN whose telephone number is (571)272-7210. 
The examiner can normally be reached on 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas c. Lee can be reached on (57 1)272-3667. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Vincent T Tran/ 
Examiner, Art Unit 2115 



